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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

' ^ft1fr"<l;?"/RN°!^^^^^ available under the provisions of 37 CFR 1 .136(a). In no event, hov^ver. may a reply be timely Hied 
after SIX (6) MONTHS from the mailing date of this communication. * r i r 

' IJ NO^ri^il fnrr'JLfiT'"^^^^ ^^''^ d^y^- a reply within the statutory minimum of thirty (30) days will be considered timely. 

: ^aTr^o^pS^^ f ^t;r Tf^ ^" 'PP^'"' '^''^ ^'^ MONTHS from the mailing date of this communication, 

failure to reply vwthin the set or extended penod for reply will, by statute, cause the application to become ABANDONED (35 U S C « 133^ 

status 

1)S Responsive to communicatlon(s) filed on 17 January 2002 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD 11 453 O G 213 

Disposition of Claims 

4) 13 Claim{s) f^S is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. . 

6) 13 Claim(s) M is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 17 January 2002 is/are: a)n accepted or b)13 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)P approved b)^ disapproved by the Examiner. 

If approved, connected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

1 3) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) m Notice of References Cited (PT0^92) 4) □ Interview Summary (PTO-41 3) Paper No(s) 

2 1^ Notice of Drafteperson's Patent Drawing Review (PTO-948) 5)D Notice of Informal Patent Application (PTO-li^' 

3) 1^ Information Disclosure Statement(s) {PTO-1449) Paper No(s) 8 . 6) 0 Other Oe^6i"OtN njiJiUL^ 

U.S. Patent and Tiademaik Office L 

PTO-326 (Rev. 04^1) Office Action Summary 
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DETAILED ACTION 
Double Patenting 

Statement of authority: 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public poUcy (a pohcy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887. 225 USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and In re Thorington, 4 1 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 

overcome an actual or provisional rejection based on a nonstatutory double patenting ground 

provided the conflicting application or patent is shown to be commonly owned with this 

application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 

disclamier. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 

3.73(b). 

Section 1601 of the MPEP sets forth that "An asexually reproduced plant may also be 
protected under 35 U.S.C. 101, as the Plant Patem Act (35 U.S.C. 161) is not an exclusive for of 
protection which conflicts with the granting of utUity patents to plants. Ex parte Hibberd, 227 
USPQ 443 (Bd. Pat. App. & Int. 1985). Inventions claimed under 35 U.S.C. 101 may include 
the same asexually reproduced plant which is claimed under 35 U.S.C. 161, as well as plant 
materials and processes involving plant materials. The filing of a terminal disclaimer may be 
used in appropriate situations to overcome an obvious-type double patenting rejection based on 
claims to the asexually reproduced plant and/or fruit and propagating material thereof in an 
apphcation under 35 U.S.C. 101 and the claim to the same asexually reproduced plant in an 
appUcation under 35 U.S.C. 161." 
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Claims 1-3 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Plant Patent No. 13789. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
plant patent claims a multiflorescent African Violet plant. 

Claims 1-3 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Plant Patent No. 13842. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
plant patent claims a multiflorescent African Violet plant. 

Claims 1-3 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Plant Patent No. 13786. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
plant patent claims a multiflorescent African Violet plant. 

Claims 1-3 are rejected under the judicially created doctrine of obviousness-type double 
patentmg as being unpatentable over claim 1 of U.S. Plant Patent No. 13818. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
plant patent claims a multiflorescent African Violet plant. 



Specification 

The disclosure is objected to because of the foUowing informalities: 
Pages 4 and 8, applicant should provide the ATCC accession number of the deposited seeds. 
Page 6, applicant should correct the references to the multiflorescent African Violet cultivars by 
providing the patent number for each, as appropriate. 



Claim Rejections - 35 USC § 112, 1st paragraph 
Enablement 
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The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

ne specification shall contain a written description of the invention, and of the manner and ptvcess of making and 
using it, in such full clear, concise, and exact terms as to enable any person skilled in the art to v>hich it pertains, or 
with which it is most nearfy connected, to make and use the same and shall set forth the best mode contemplated by the 
inventor cf carrying out his invention. 



Claims 1-8 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to enable one skUled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the invention. 
Specifically, appUcant is required to make a deposit of biological material, as it is clear from the 
specification and claims that the claimed invention cannot be practiced without access to plant 
material that exhibits the mutant multiflorescent trait. The specification does not adequately 
teach how to make multiflorescent Afiican Violet plants, as the plant and its parents are cosmic 
mutants, which makes the method not reproducible (mutation being a random process). 

The invention employs novel plants and seeds. Since the plants and seeds are essential to 
the claimed invention they must be obtainable by a repeatable method set forth in the 
specification or otherwise be readily available to the pubhc. If they are not so obtainable or 
available, the requirements of 35 U.S.C. § 1 12, regarding "how to make" the invention may be 
satisfied by deposit. 

For a plant, a deposit of 2500 seeds is generally considered adequate to ensure 
availability of each claimed embodiment. In the instant case, the deposit of seeds carrying a 
dominant multiflorescent trait is necessary to satisfy the "how to make" the invention 
requirement. The specification does not disclose a repeatable process to obtain the plants and 
seeds, for the reasons discussed above. If the deposit is made under the terms of the Budapest 
Treaty, then an affidavit or declaration by applicants, or a statement by an attorney of record over 
his or her signature and registration number, stating that the seeds have been deposited under tiie 
Budapest Treaty and that it wUl be irrevocably and without restriction released to the pubhc upon 
the issuance of a patent, would satisfy the deposit requirement made herein. 
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If the deposit is not made under the Budapest Treaty, then in order to certify that the 
deposit meets the criteria set forth in 37 CFR 1.801-1.809, applicants may provide assurance of 
compliance by an affidavit or declaration, or by a statement by an attorney of record over his or 
her signature and registration number, showing that 

(a) during the pendency of this appUcation, access to the invention will be afforded to 
the Commissioner upon request; 

(b) all restrictions upon availability to the public wUl be irrevocably removed upon 
granting of the patent; 

(c) the deposit will be maintained in a public depository for a period of 30 years or 5 
years after the last request or for the effective life of the patent, whichever is longer; and, 

(d) a test of the viability of the biological material at the time of deposit (see 37 CFR 
1.807); and, 

(e) the deposit will be replaced if it should ever become not viable. 

This rejection could be obviated by making the required deposit, providing the required 
deposit information in the specification and claims, and Umiting the claims to the deposited 
material and progeny thereof (and methods employing same). 

Written Description 

Claims 1-3 and 7 are rejected under 35 U.S.C. 1 12, fu-st paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. These claims are drawn to any viable African violet seeds 
and/or plants with more than one inflorescence per leaf axil. In analyzing whether the written 
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description requirement is met for genus claims, it is first determined whether a representative 
number of species have been described by their complete structure. (It is not reahstic to expect 
that the "complete structure" of a plant, or even a ceU, could be described. Therefore the inquiry 
required by this portion of the written description guidelines is interpreted to be whether the 
phenotype of the claimed plant has been described.) 

In this case, the few disclosed embodiments are not representative of the enormous 
number of products claimed. The claims encompass all Afi-ican violet plants with a particular 
inflorescence architecture, regardless of its origin, all African violet plants produced by cross 
breedmg with plants exhibiting a particular inflorescence architecture, and all seeds or plants 
grown from some hypothetical deposited seeds. Plants have many phenotypic traits, which vary 
independemly, so millions of possible phenotypes are possible and claimed. The specification 
discloses only a few specific multiflorescent African Violet plants but not the heterogeneous 
population claimed. 

Next, it is determined whether a representative number of species have been sufficiently 
described by other relevant identifying characteristics. It is not possible to adequately describe 
the claimed products because the cross of a hybrid plant gives rise to a heterozygous population. 
One skilled in the art would not be able to predict all of the resulting phenotypes. The hmited 
disclosure in the specification is not deemed sufficient to reasonably convey to one skilled in the 
art that Apphcants were in possession of the huge genera recited in the claims at the time the 
appUcation was filed. Thus, it is concluded that the written description requirement is not 
satisfied for the claimed genera. 

This rejection could be overcome by limiting the claims to the deposited seeds, plants grown 
therefrom and their asexually propagated progeny. 



Claim Rejections - 35 USC § 112 2nd paragraph 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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TTie specification shall conclude with one or more claims particularly painting out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

Claim 4 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which appUcant regards as the 
invention. Specifically, claim 4 does not provide an ATCC accession number. 

Conclusion 

No claims are aUowed. All claims are fi-ee of the prior art (besides the cited patents) because the 
prior art does not teach or suggest the multiflorescence trait in African violets. 



Future Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wendy C. Haas whose telephone number is (703) 308-8898. The 
Examiner can normally be reached Monday through Friday from 9:30 a.m. to 5:00 p.m. 

If attempts to reach the Examiner by telephone are unsuccessftil, the Examiner's 
supervisor, Bmce CampeU, can be reached on (703) 308-4205. The official fax numbers for the 
Technology Center are Before Final: 703-872-9306 After Final: 703-872-9307 Customer 
Service: 703-872-9305. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Matrix Customer Service Center whose telephone number is (703) 308-0196. 



W. C. Haas 




BRUCE R. CAMPELL. PHO 
SUPERWSORy PATBfT EXAMINER 
TECHNOLOGY CENTER 1600 



